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DETAILED ACTION 

1 . This communication is in response to the application filed on August 28, 2003. 
Applicant has claimed foreign priority under 35 U.S.C. 1 19(a)-(d) or (f) to application UK 
0220359.4 filed on September 9, 2002. Applicant has complied with the requirements of 
35 U.S.C. 1 19(a)-(d) or (f) and the effective filing date of the instant application is now 
September 9, 2002. 

Drawings 

2. Figure 1 is objected to due to lack of detail for the elements contained therein. 
The examiner respectfully requests that the applicant include labels for the elements of 
figure 1 such that the details essential for a proper understanding of the disclosed 
invention are shown in the drawing. Corrected drawing sheets in compliance with 37 
CFR 1.121(d) are required in reply to the Office action to avoid abandonment of the 
application. Any amended replacement drawing sheet should include all of the figures 
appearing on the immediate prior version of the sheet, even if only one figure is being 
amended. The figure or figure number of an amended drawing should not be labeled as 
"amended." If a drawing figure is to be canceled, the appropriate figure must be 
removed from the replacement sheet, and where necessary, the remaining figures must 
be renumbered and appropriate changes made to the brief description of the several 
views of the drawings for consistency. Additional replacement sheets may be necessary 
to show the renumbering of the remaining figures. Each drawing sheet submitted after 
the filing date of an application must be labeled in the top margin as either 
"Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1.121(d). If the changes are 



Application/Control Number: 10/650,448 Page 3 

Art Unit: 2169 

not accepted by the examiner, the applicant will be notified and informed of any required 
corrective action in the next Office action. The objection to the drawings will not be held 
in abeyance. 

Claim Objections 

3. Claim 1,3,6, 8, 9, 1 5, and 44 are objected to because of the following 
informalities: 

• In claim 1 , line 7, the word "organization" should be -external 
organization-. Also, in claim 1, line 9, the limitation of "organization" 
should be -external organization-; 

• In claim 3, line 1 , claim 3 cannot the number "3" should be -2-. The words 
"respective systems" in lines 2-3 should be -respective data 
storage/communication systems-; 

• In claim 6, line 2, the words "respective organization" should be 
-respective external organization — ; 

• In claim 8, line 2, the words "the ID" should be —an ID—; 

• In claim 9, line 3, the words "a function" should be -from the list of 
functions available to respective members-; 

• In claim 15, line 4, the words "the organizations" should be —a plurality of 
external organizations-; and 

• In claim 44, line 2, the word "of should be -on--. 

Although the examiner has cited some minor informalities above, this list is not 
meant to be exhaustive of all minor informalities. The examiner respectfully requests 
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that applicant be mindful of all minor informalities not mentioned above and the 
requirements of 35 U.S.C. 1 12. The examiner respectfully requests that applicant 
correct any errors for the sake of meeting the requirements of 35 U.S.C. 1 12 in the next 
communication following this office action. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claims 1-44 rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claim 1 fails to fall into one of the four statutory categories (i.e. process, 
manufacture, machine, or composition of matter). Claim 1 is directed to a data 
management system comprising a collection of software per se. Claim 1 does not claim 
sufficient structural limitations such that claim 1 would fall into one of the four statutory 
categories. These claim(s) is/are directed towards software per se, which is not patent 
eligible subject matter since it does not contain any physical structure that would allow it 
to be either a manufacture, machine, or composition of matter. Furthermore, software 
per se is not a process that can be performed. Therefore, these claims are rejected as 
being directed to non- statutory subject matter. Software per se is functional descriptive 
material. Descriptive material can be characterized as either "functional descriptive 
material" or "nonfunctional descriptive material." Both types of "descriptive material" are 



Application/Control Number: 10/650,448 Page 5 

Art Unit: 2169 

nonstatutory when claimed as descriptive material perse, 33 F.3d at 1360, 31 USPQ2d 
at 1759. When functional descriptive material is recorded on some computer-readable 
medium, it becomes structurally and functionally interrelated to the medium and will be 
statutory in most cases since use of technology permits the function of the descriptive 
material to be realized. Compare In re Lowry, 32 F.3d 1579, 1583-84, 32 USPQ2d 
1031, 1035 (Fed. Cir. 1994). 

Claims 2-14 depend on claim 1 , and as a result of their dependency they inherit 
the deficiency of the claim it/they depend(s) on. Since the dependent claim(s) do not 
address the deficiencies stated above, they are rejected for at least the same reasons. 

Claim 15 fails to fall into one of the four statutory categories (i.e. process, 
manufacture, machine, or composition of matter). Claim 15 can either be a system, 
method, or structure. There is intrinsic evidence, within the applicant's disclosure, that 
the system or structure claimed is software per se (see applicant's disclosure, page 3, 
lines 18-23; and page 4, lines 1 - 6). Moreover, the method of claim 15 does not 
produce a tangible output. The claimed invention as a whole must be produce a 
tangible result in order for a user of the invention to realize the usefulness of the 
invention. That is, it must produce a "useful, concrete and tangible result (emphasis 
added)." State Street, 149 F.3d at 1373-74, 47 USPQ2d at 1601-02. The purpose of this 
requirement is to limit patent protection to inventions that possess a certain level of "real 
world" value, as opposed to subject matter that represents nothing more than an idea or 
concept, or is simply a starting point for future investigation or research (Brenner v. 
Manson, 383 U.S. 519, 528-36, 148 USPQ 689, 693-96 (1966)); In re Fisher, 421 F.3d 
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1365, 76 USPQ2d 1225 (Fed. Cir. 2005); In re Ziegler, 992 F.2d 1 197, 1200-03, 26 
USPQ2d 1600, 1603-06 (Fed. Cir. 1993)). The claim does not produce a tangible result 
(i.e. does not allow access to a database and security structure). The result of claim 1 5, 
as a method, is a file with permissions assigned to it. Applicant should limit claim 15 to 
either a system, method, or structure, and address the deficiencies discussed herein. 

Claim 16 is rejected for not producing a practical result. The claimed invention as 
a whole must be produce a tangible result in order for a user of the invention to realize 
the usefulness of the invention. That is, it must produce a "useful, concrete and tangible 
result (emphasis added)." State Street, 149 F.3d at 1373-74, 47 USPQ2d at 1601-02. 
The purpose of this requirement is to limit patent protection to inventions that possess a 
certain level of "real world" value, as opposed to subject matter that represents nothing 
more than an idea or concept, or is simply a starting point for future investigation or 
research (Brenner v. Manson, 383 U.S. 519, 528-36, 148 USPQ 689, 693-96 (1966)); In 
re Fisher, 421 F.3d 1365, 76 USPQ2d 1225 (Fed. Cir. 2005); In re Ziegler, 992 F.2d 
1 197, 1200-03, 26 USPQ2d 1600, 1603-06 (Fed. Cir. 1993)). The claim does not 
produce a tangible result (i.e., does not provide external organizations with access to a 
common database ). Claim 16 merely recites a the method's intention of providing a 
plurality of external organizations access to a common database but does not include 
steps that amount to providing access to a common database. 

Claims 1 7 - 29 depend on claim 16, and as a result of their dependency they 
inherit the deficiency of the claim it/they depend(s) oh. Since the dependent claim(s) do 
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not address the deficiencies stated above, they are rejected for at least the same 
reasons. 

Claim 30 fails to fall into one of the four statutory categories (i.e. process, 
manufacture, machine, or composition of matter). The claims fail to be a proper 
manufacture due to the lack of a physical computer readable medium that embodies the 
software. There is intrinsic evidence within the applicant's disclosure (see applicant's 
disclosure, page 4, lines 1-6) that these claim(s) is/are directed towards software per se, 
which is not patent eligible subject matter since it does not contain any physical 
structure that would allow it to be either a manufacture, machine, or composition of 
matter. Furthermore, software per se is not a process that can be performed. 
Therefore, these claims are rejected as being directed to non- statutory subject matter. 
The security structure of claim 30 is software per se which is functional descriptive 
material (see the rejection of claim 1 for more details regarding descriptive material). 

Claims 31 - 43 depend on claim 30, and as a result of their dependency they 
inherit the deficiency of the claim it/they depend(s) on. Since the dependent claim(s) do 
not address the deficiencies stated above, they are rejected for at least the same 
reasons. 

Claim 44 fails to fall into one of the four statutory categories (i.e. . process, 
manufacture, machine, or composition of matter). The claims fail to be a proper 
manufacture due to the lack of a physical computer readable medium that embodies the 
software. These claim(s) is/are directed towards software per se, which is not patent 
eligible subject matter since it does not contain any structure that would allow it to be 
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either a manufacture, machine, or composition of matter. Furthermore, software per se 
is not a process that can be performed. Therefore, these claims are rejected as being 
directed to non- statutory subject matter. A computer program is functional descriptive 
material (see the rejection of claim 1 above for more details on descriptive material). 

Claim Rejections - 35 USC § 112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claim 15 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 15 claims a method, system, or structure. Applicant fails to particularly 
point out and distinctly claim the subject matter which applicant regards as his invention. 
Applicant should limit claim 15 to either a method, system, or structure to overcome this 
rejection. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent,. published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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9. Claims 1-45 are rejected under 35 U.S.C. 102(e) as being anticipated by Morison 
Zuill et al. (US 2003/0023677 A1 hereinafter Morison). 

With regard to claim 1 , Morison teaches a database for storing a plurality of data 
libraries (fig. 1, item 30, and section [0022], lines 8-11); and an interface for controlling 
storage of data in the data libraries of said database and allowing access to said data 
by a plurality of external organizations (fig. 1, item 22, and section [0014], lines 1-2), 
each organization including one or more respective members (i.e., corporate and other 
entities include one or more respective members, section [0017], lines 3 - 5); wherein 
the interface includes a security structure controlling access of the members of the 
organizations to the data (section [0023], lines 1-4, and section [0021], lines 8-12). 

With regard to claim 2, Morison teaches the organizations operate respective 
data storage/communication systems (fig. 3, fig. 1, item 22, and section [0014], lines 1- 
2) and include an external connection to the database (i.e., the external connection in 
fig. 1, between items 22 and 30). 

With regard to claim 3, Morison teaches, the data storage/communication 
systems include respective administrator rights for the respective systems (section 
[0042], lines 14-15, and section [0033]). 

With regard to claim 4, Morison teaches access of the members to the data 
includes at least reading, writing and editing of the data(section [0027], lines 2-5, and 
section [0025], lines 13 - 15). 

With regard to claim 5, Morison teaches data libraries have different respective 
ownerships (section [0025], lines 8-10, and section [0042], lines 2 - 4). 
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With regard to claim 6, Morison teaches one or more of the data libraries is 
owned by a respective organization (paragraph [0025], lines 8-10). 

With regard to claim 7, Morison teaches the security structure allows the 
members to request operation of functions with respect to the database, the functions 
including access to the data (i.e., wherein users can attempt to read, modify, or delete 
data but the user is restricted only to the function he or she is permitted, section [0048], 
lines 4-8). 

With regard to claim 8, Morison teaches a member of one of the organizations 
requests a function, security structure requires that the ID (section [0022], lines 2-3) of 
the member be authenticated (i.e., such that the user can perform the functions 
requested if the user is on of the users allowed to perform the functions, section[0048], 
lines 4 - 8). 

With regard to claim 9, Morison teaches the security structure includes a list of 
functions available to respective members of the organizations and, when a member of 
one of the organizations requests a function, the security structure requires that it be 
determined that the requested function is available to the member (i.e., wherein the 
restriction of access is a determination if requested functions are available to a user, 
section [0048], lines 3 - 7, and section [0012], line 7- 12). 

With regard to claim 10, Morison teaches he security structure includes, for each 
organization, one or more roles, each role relating to one or more functions and defining 
the members of the organization entitled to operate the one or more functions of the role 
(section [0032]). 
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With regard to claim 1 1 , Morison teaches wherein the security structure includes 
one or more templates, each template providing a list of one or more functions and the 
roles having pointers to the templates so as to indicate the one or more functions 
available to the members defined for the role (section [0033], lines 1-2, section [0034], 
lines 1 - 2, section [0037], lines 1-2, and section [0038], line 1 ). 

With regard to claim 12, Morison teaches the security structure includes, for each 
respective organization, an indication of all others of the organizations to which said • 
respective organization is visible (section [0018], lines 7-11) and, when a member of 
one of the organizations requests a function, the security structure requires that it be 
determined that the function does not require access to data of a data library owned by 
an organization which is not visible to the organization of the member (i.e., wherein the 
restriction of access is a determination if requested functions are available to a user, 
section [0048], lines 3-7, and section [0012], line 7- 12). 

With regard to claim 13, Morison teaches the security structure provides for each 
target of a function to have associated with it one or more permissions (section [0018, 
lines 7 - 1 1), the permissions allowing defined functions to be operated by defined 
members and (section [0018], lines 7-11), when a member of one of the organizations 
requires a function, the security structure requires that it be determined that the 
requested function and said member be included in the permissions of the target of the 
function(i.e., wherein the restriction of access is a determination if requested functions 
are available to a user, section [0048], lines 3-7, and section [0012], line 7- 12). 
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With regard to claim 14, Morison teaches the security structure provides for 
each function to allow multiple targets (section [0027], lines 5-12). 

With regard to claim 15, Morison teaches data files of said data libraries have 
associated permissions, the permissions allowing defined functions to be operated upon 
respective data files by defined members (section [0027], lines 9-12) and, when a 
member of one of the organizations requests a function on a data file, the security 
structure requires that it be determined that the requested function and said member 
are included in the permissions of the data file (i.e., wherein the restriction of access is a 
determination if requested functions are available to a user, section [0048], lines 3-7, 
and section [0012], line 7- 12). 

The limitations of claims 44 and 45 are rejected in the analysis of claim 1 above, 
and these claims are rejected on that basis. 

The limitations of claims 16-29 are rejected in the analysis of claims 1-14 above 
respectively, and these claims are rejected on that basis respectively. 

The limitations of claims 30-43 are rejected in the analysis of claims 1-14 above 
respectively, and these claims are rejected on that basis respectively. 

Conclusion 

10. The prior art made of record and not relied upon (see form PTO-892 attached 
hereto) is considered pertinent to applicant's disclosure. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jonathan E. Corrales whose telephone number is 571- 
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270-1283. The examiner can normally be reached on Monday - Thursday 6:30AM - 
5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christian Chace can be reached on 571-272-4190. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Jonathan E Corrales 

Examiner 
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